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Art Unit: 1657 

The RCE Request and amendment received 2/25/08 have been entered and 
claims 1, 4, 13, 14 are currently pending in this application. In view of the amendments 
to the claims and arguments presented, the rejection of record under 35 USC 102(b) is 
hereby withdrawn. 

In the present specification in paragraphs 21-22, it appears the invention lies in a 
hydrogen peroxide based assay where the analyte may be converted into a colored 
substance, or the hydrogen peroxide may be converted into a colored substance, or the 
analyte converts a colorless substrate into a colored substance, and so a colored 
substance is then formed. The improvement is including a light emitting substance 
where the light emission is decreased in proportion to the concentration of the colored 
substance. In paragraph 6 "the improvement comprises measuring the diminution of 
fluorescence of a light emitting moiety added to the colorimetric or turbidimetric assay 
mixture. In paragraph 10, mechanisms are discussed. The light emitted may be 
absorbed by the colored substance or there may be a physical interaction between the 
colored substance and the emitting substance such that the emission of fluorescence is 
inhibited. Or if the colored substance makes the mixture turbid, simple interruption of 
the light path may occur. The present claims as amended are drawn to an indicator that 
physically interacts with the light emitting moiety to prevent light emission. 
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The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 4, 13, 14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Maggio. 

Maggio (4,277,437) entitled "Kit for Carrying Out Chemically Induced 
Fluorescence Immunoassay" teaches in column 4 last two paragraphs, quenching 
mechanisms. In column 5 first full paragraph the addition of ligand and antiligand are 
discussed and how they affect quenching with various types of binding. In column 5 
lines 38-48, additional mechanisms are discussed where emission of light would be 
prevented. In column 15 lines 25-41 , quenchers are shown where the quencher 
absorbs light in the wavelength emitted by the chemlluminescer. 

All the features of the claims are taught by Maggio for the same function as 
claimed. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a whtten description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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Claims 1, 4, 13, 14 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

The change from "inhibit" to "prevent" in claim 1 is new matter. This concept as 
claimed is not found in the specification as originally filed. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 4, 13, 14 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claim 1 "prevent" light emission implies that no light would be emitted which is 
not likely. This is substantially different from inhibiting light emission. 

The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

Litman (4,318,707) entitled "Macromolecular Fluorescent Quencher Particle in Specific 
Receptor Assays" teaches in column 2 first full paragraph, chromophores fluoresce 
which light is accepted by the other chromophore which acts as a quencher. In column 
9 lines 50-53 quenching occurs between fluorescent molecules. See the claims. 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to Ralph Gitomer whose telephone number is (571) 272- 
0916. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jon Weber can be reached on (571) 272-0925. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ralph Gitomer/ Ralph Gitomer 

Primary Examiner, Art Unit 1657 Primary Examiner 

Art Unit 1657 



